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DETAILED ACTION 

Notice to Applicants 
This Application, previously assigned to and examined bv Examiner Justin, 
is now assigned to Examiner Dana. Any future contact should be directed to Ex. 
Khanh Dang whose contact information is provided at the end of this Office 
Action. 



Claim Rejections - 35 USC §112 

Claims 10 and 23 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 10, the use of the term "third state" is unclear, since the first and second 
states are not defined in the claim. 

New claim 23 is directed to an apparatus. However, the essential structural 
cooperative relationship(s) between the so-called "circuit for receiving," "circuit for 
interpreting said at least one indicator bit," and "circuitry for interpreting said internal 
address portion" have been omitted, such omission amounting to a gap between the 
necessary structural connections. See MPEP § 2172.01. 

MPEP 2172.01 requires that relationships between elements recited in the claims 
must be specified. Specifically, MPEP 2172.02 requires interrelation and structural 
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relationships between essential elements in the claims. Therefore, it is the Examiner's 
position that the claimed elements, as defined in the originally filed specification and as 
identified above, are essential elements to the claimed invention. Since they are 
essential elements as defined in the originally filed specification, their structural 
cooperative relationships must be provided in the claims. Further, it is also the 
Examiner's position that the claimed elements, as identified above, function 
simultaneously, are directly functionally related, directly inter-cooperate, and/or serve 
independent purposes, as evidenced from the originally filed specification. 

If Applicants disagree with the Examiner that the above identified elements, as 
defined by the originally filed specification, are essential elements to the claimed 
invention, and that the above identified elements.are directly functionally related, 
directly inter-cooperate, and/or serve independent purposes, it is requested that 
Applicants provide evidences showing that the identified elements are not essential 
elements to the claimed invention, do not function simultaneously, are not directly 
functionally related, do not directly inter-cooperate, and/or do not serve independent 
purposes; and state on the record that this is the case. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-3, 5, 6, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over 128x8-bit EEPROM with I2C Bus Interface from Philips 
Semiconductors (Philips) in view of the I2C Bus Specification. 

With regard to claim 1 , Philips discloses a method for communicating between a 
master device and a slave device connected via an inter-integrated circuit bus (an I2C 
system configuration is shown at least in Fig. 5 of Philips, which is reproduced below) 



SOA 
SCL 







































MASTER 
TRANSMITTER / 
RECEIVER 




SLAVE 
RECEIVER 




SLAVE 
TRANSMITTER / 
RECEIVER 




MASTER 
TRANSMITTER 




MASTER 
TRANSMITTER / 
RECEIVER 



U*tf» 



Fig.5 System configuration. 



; said method comprising the steps of: sending a message from said master 
device to said slave device over said I2C bus (before any data is transmitted over the 
I2C bus, the slave device must be first addressed. The address is always carried out 
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with the first byte transmitted after the START procedure (S), as shown in the following 
example: 
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Ftg.7 Master transmits to slave receiver (WRITE) mode. 



As noted above, in addition to the address of the slave device, the word address 
or internal address of a register is provided to the message to indicate the location 
where the master write or read to/from the slave. Philips further discloses that the slave 
device, such as the PCA8581/PCA8581C shown below, determines an address stored 
in the word address register using the slave address presented in the message. 
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Philips does not disclose the use of I2C extended addressing, wherein a 
message comprises a command code comprising a plurality of bits, a first subset of bits 
functioning as an indicator of the type of supplementary address. 

However, the use of extended addressing such as the 10-bit addressing is old 
and well-known as evidenced by at least the I2C Specification.. 

According to the I2C specification, when a 10-bit address follows a START 
condition, each slave compares the first seven bits of the first byte of the slave 
address (1 1 1 10XX) with its own address and tests if the eighth bit (R/W direction bit) is 
0. It is possible that more than one device will find a match and generate an 
acknowledge (A1). All slaves that found a match will compare the eight bits of the 
second byte of the slave address (XXXXXXXX) with their own addresses, but 
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only one slave will find a match and generate an acknowledge (A2). The matching slave 
will remain addressed by the master until it receives a STOP. 
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Fig.26 A master-transmitter addresses a slave-receiver with a 10-bit address. 



As discussed above, in the 10-bit addressing mode, the message contain a first 
byte and a second byte. The first byte is 1 1 1 1 0XX, where XX are two MSB (most 
significant bits) of the 10-bit addressed slave. The second byte comprises the 8 LSB 
(least significant bits) of the 10-bit addressed slave. Thus, it is clear that the first byte 
including the two MSB serves as an indicator that the supplemental address is a 10-bit 
address, and the second byte is readable as a so-called "supplemental address." 

Further, according the I2C Specification, the purpose of using extended 
addressing is to allow more devices to be able to connect to the I2C bus. 

Since both references are both from the same field of endeavor, the purpose 
disclosed by the I2C specification would have been recognized in the pertinent art of 
Phiplips.. 

Thus, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide Philips with the extended addressing scheme, as taught 
by the I2C specification, for the purpose of extending the number of devices that can be 
connected to the I2C bus. 
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With regard to claim 2, it is clear from the PCA8581/PCA8581C shown below, 
that the slave determines at least part of the address stored in the word address register 
using the slave's internal word address in addition to the slave address presented in the 
message). 

With regard to claim 3, it is clear from at least Fig. 7 above, the master 
transmits to slave in WRITE mode to write data to a location identified by the Word 
Address Register in the PCA8581/PCA8581C. 

With regard to claim 5, it is clear from discussion above that the so-called 
"second subset of said plurality of bits" comprises the so-called "supplemental address." 

With regard to claim 6, it is clear from discussion above that the message 
comprises the so-called "command code" comprising 8 bits and comprises a 2-bit 
indicator of a type of supplemental address that is being provided. 

With regard to claims 22 and 23, see discussion above, since the subject matter 
presented in claims 22 and 23 has already been addressed. 

Response to Arguments 

Applicant's arguments have been considered but are moot in view of the new 
ground(s) of rejection. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Allowable Subject Matter 

Claims 15, 18, 20, 21 are allowed. 

Claims 7-14 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Relevant Art 

Non Patent Literature/Printed documents: 16K I2C Serial EEPROM from 
Micrichip and I2C Facts are cited as relevant art. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Khanh Dang whose telephone number is 571-272-3626. 
The examiner can normally be reached on Monday-Friday from 9:AM to 5:PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Rinehart, can be reached on 571-272-3632. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Khanh Dang 

Primary Examiner 



